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1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Newly submitted claims 14 and 15 are directed to an invention that is 

independent or distinct from the invention originally claimed for the following reasons: 

More particularly, each of these claims recites an adhesive layer that relates to a 

patentably separate and distinct adhesive composition which would create new issues 

and an addition search burden for the Examiner, and accordingly will not be examined. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 14 and 15 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP§821.03. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-5 and 8-13 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. More particularly, amended paragraph "(b)" in 
claim 1 is vague, indefinite and confusing since it appears both that the claim is unclear 
with respect to the issue of whether the styrene block copolymer must be included with 

the "polyolefin mixture amorphous poly-alpha-olefins" (the Examiner believes that it 

is included since the specification is believed to make clear that the presence of a 
styrene block copolymer is an essential element of the adhesive layer), and if so the 
"polyolefin mixture" is formed from element(s) in a Markush group, only one of which 
need be present, and the first two of which are single elements. Additionally, if all the 
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members of the Markush group can be present in an adhesive layer from the wording of 
the claim there may also be new matter problems. Clarification is requested, including 
where the support for the claim amendment can be found. 

5. Claims 1-5 and 8-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over EPA '364, substantially for the 
reasons set forth in Paragraph No. 6 of Paper No. 041205, together with the following 
additional observations. More particularly, the reference is believed to clearly disclose 
in certain embodiments (Examples 6-14, page 4, lines 16-25, line 35-page 5, line 36) a 
genus of adhesive layers suitable for use in the claimed surface protection film, the 
adhesive layer comprising in the relied upon embodiments a blend of at least a certain 
amount of an at least partially amorphous poly-alpha-olefins which can be formed from 
either a co- or ternary polymers of alpha olefins (which is believed to read upon the 
claimed "amorphous poly-alpha-olefin" component), together with a styrene block 
copolymer such as SIS or SEBS or, most commonly, both. With respect to applicants' 
arguments the fact that the components of the reference adhesive layer compositions 
may be more expensive (Response, page 10) is patentably irrelevant, and the 
remaining arguments are seen to fail in view of the relied upon teachings of the 
reference. 

6. Claims 11-13 ae rejected under 35 U.S.C. 103(a) as being unpatentable over 
EPA '364, substantially for the reasons set forth in Paragraph No. 7 of Paper No. 
041205, together with the following additional observations. Applicants have not 
amended these claims nor argued their merits except for their traversal of the 
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independent claim rejections, and accordingly the Examiner must hold that the prima 
facie case for these claims remains unrebutted. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1,1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Zirker whose telephone number is 571-272-1486. 
The examiner can normally be reached on Monday-Thursday from 8:30 to 6:00. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Zirker 
Primary Examiner 
Art Unit 1771 



